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DETAILED ACTION 

Information Disclosure Statement 
1 . The Office acknowledges the Information Disclosure Statement filed 2/9/2004, 
however two references were not considered: a) Chan (cited as US 6,663,892) and b) 
Meier (cited as WO 02/41 170 A2). 

The Chan US Patent reference has not been considered because the cited 
Document number does not match the Name and Publication Date. It was unclear what 
Applicant intended to cite. 

The Meier foreign patent reference has not been considered because: The 
information disclosure statement filed 2/9/2004 fails to comply with 37 CFR 1 .98(a)(2), 
which requires a legible copy of each cited foreign patent document; each non-patent 
literature publication or that portion which caused it to be listed; and all other information 
or that portion which caused it to be listed. 



Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



3. Claims 20-26 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 
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To be statutory, a claimed computer-related process must either: (A) result in a 
physical transformation outside the computer for which a practical application is either 
disclosed in the specification or would have been known to a skilled artisan, or (B) be 
limited to a practical application with useful, concrete and tangible result. 

Independent claim 20 is directed to software per se and is not tangibly 
embodied. One way to correct the claim language is to recite the application's storage 
on a computer readable medium. 

Claims 21-26 are dependent upon claim 20, and are therefore likewise rejected. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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5. Claims 1, 6, 14, 19, 33-34, 40 and 56 are rejected under 35 U.S.C. 102(e) as 

being anticipated by Kim et al. (US Patent Application Publication No. 2003/0120729, 
filed as a continuation of Application no. 08/908544, which was filed on Aug. 7, 1997 
and published on Jan. 26, 2003, hereafter referred to as "Kim"). 

Regarding independent claim 1: Kim discloses 

A data-management system to be provided to a digital computer terminal 
for generating a link in real time between an electronic document opened in a 
computer application and a target document, said digital computer terminal 
comprising a computer readable memory and a data-capture device, (See the 
Abstract and paragraphs [0012] - [0014] in Kim, discussing automatic link generation 
between a target and an HTML document opened in a browser application upon 
scanning a document into a target file digital format) said data-management system, 
comprising: data-capture logic for controlling capture of electronic data by said 
data-capture device; (See Figure 4 #4 in Kim, showing the use of a scanner.) target- 
document logic for generating said target document from said electronic data; 
and (See paragraph [0012] in Kim, discussing inputting a document to a scanner or fax 
and creating a file.) 

link-generating logic for substantially simultaneously storing said target 
document in said computer readable memory and generating said link to said 
target document in said electronic document in real time. (See paragraphs [0012] - 
[0014] in Kim, discussing automatic link generation and storage and noting that 
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paragraph [0014] discusses retrieval of the created image file, which inherently required 
that the file be stored before being retrieved.) 

Regarding claim 6: Kim teaches wherein the application is a browser. (See the 
Abstract of Kim, discussing an image link to an HTML page, which is inherently 
displayed in a browser.) 

Regarding claim 14: Kim teaches wherein the target is an image. (See the 
Abstract of Kim, discussing an input image link.) 

Regarding claim 19: Kim teaches the use of hyperlinks. (See the Abstract of 
Kim, discussing an HTML link.) 

Regarding independent claim 33: Kim discloses 

A data-management system for linking a portion of an electronic document 
to a target document, (See the Abstract of Kim, discussing linking an input image) 
said data-management system comprising: a data-capture device for capturing 
electronic data representing an information object; (See Figure 4 #4 in Kim, 
showing the use of a scanner.) means for generating said target document from 
said electronic data; (See paragraph [0012] in Kim, discussing inputting a document to 
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a scanner or fax and creating a file.) a computer readable memory to store said 
target document; and (See paragraph [0014] in Kim, which discusses the retrieval of 
the created image file, which required that the file be stored before being retrieved. It is 
inherent that such data storage required a computer readable memory.) means for 
substantially simultaneously storing said target document in said computer 
readable memory and generating a link to said target document in said electronic 
document. (See paragraphs [0012] - [0014] in Kim, discussing automatic link 
generation and storage and noting that paragraph [0014] discusses retrieval of the 
created image file, which inherently required that the file be stored before being 
retrieved.) 

Regarding claim 34: Kim teaches the use of a scanner. (See paragraph [0012] 
of Kim.) 

Regarding independent claim 40: Kim discloses 

An electronic-document management method for creating and managing 
an electronic document having a link to a target document in a computer 
application, (See the Abstract and paragraphs [0012] - [0014] in Kim, discussing 
automatic link generation between a target and an HTML document opened in a 
browser application upon scanning a document into a target file digital format) said 
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method comprising the steps of: generating said target document from 
electronic data representing an information object captured by a data-capture 
device; and (See paragraph [0012] in Kim, discussing inputting a document to a 
scanner or fax and creating a file object.) substantially simultaneously storing said 
target document in a computer readable memory and generating said link at said 
user-selected location in said electronic document. (See paragraphs [0012] - 
[0014] in Kim, discussing automatic link generation and storage and noting that 
paragraph [0014] discusses retrieval of the created image file, which inherently required 
that the file be stored before being retrieved.) 

Regarding independent claim 56: Kim discloses 

A data-management system for generating a hyperlink in real time between 
a portion of an electronic document opened in a computer application and a 
target document, (See the Abstract and paragraphs [0012] - [0014] in Kim, discussing 
automatic link generation between a target and an HTML document opened in a 
browser application upon scanning a document into a target file digital format. It was an 
obvious variant to one skilled in the art at the time of the invention to include more than 
one link.) said system comprising: a digital computer terminal comprising a 
computer readable memory and a data-capture device; (See Figure 2 #88 and #82 
of Kim) data-capture logic in communication with said digital computer terminal for 
controlling capture of electronic data by said data-capture device; (See The Kim Figure 
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2 #80, 81 and 82, in context of paragraph [0012] discussing the use of a scanner.) 
target-document logic in communication with said digital computer terminal for 
generating said target document from said electronic data; and (See the Abstract 
of Kim, discussing generation of a target document via a scanning process for display in 
a browser.) link-generating logic in communication with said digital computer 
terminal for substantially simultaneously storing said target document in said 
computer readable memory and generating said link to said target document in 
said electronic document in real time. (See the Abstract and paragraphs [0012] - 
[0014] in Kim, discussing automatic link generation between a target and an HTML 
document opened in a browser application upon scanning a document into a target file 
digital format. It was an obvious variant to one skilled in the art at the time of the 
invention to include more than one link.) 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 2-5, 7-13, 15-18, 20-32, 35-39 and 41-55 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Kim et al. (US Patent Application Publication No. 
2003/0120729, filed as a continuation of Application no. 08/908544, which was filed on 
Aug. 7, 1997 and published on Jan. 26, 2003, hereafter referred to as "Kim") in view of 
Ferguson et al. (US Patent No. 6,820,094, filed Oct. 8, 1997 and issued Nov. 16, 2004, 
hereafter referred to as "Ferguson"). 

Regarding claim 2: Kim teaches "transmitting" documents to storage. (See 
paragraphs [001 3] - [0014] in Kim, discussing the storage of documents.) However, 
Kim does not explicitly teach updating link paths. Ferguson, though, suggests this 
limitation. (See column 3 lines 59-65 in Ferguson, discussing updating the STG data 
storage file, in the context of column 7 lines 47-57, discussing a scenario involving 
updates requiring link elimination.) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ferguson for the benefit of Kim, because to do so 
provided a user with an efficient way to automatically import, index, categorize, store, 
search, retrieve, manipulate and archive electronic documents, as taught by Ferguson 
in the Abstract. These references were all applicable to the same field of endeavor, i.e., 
the management of electronic documents. 
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Regarding claim 3: Kim does not explicitly teach the use of top-level directories 
and subfolders. Ferguson, though, suggests this limitation. (See Figure 3 and column 
4 lines 59-67 in Ferguson, illustrating the use of top-level folder and subdirectories. The 
specific data one arranged in a hierarchy was an obvious variant to one skilled in the art 
at the time of the invention.) 

Regarding claim 4: Kim teaches the use of hard disk data storage. (See Figure 
1 #3 in Kim, showing a file server computer, it having been well-known in the art that file 
server computers contain a hard drive. 

Regarding claim 5: Kim does not explicitly teach printing. Ferguson, though, 
suggests this limitation. (See column 1 1 lines 29-32 in Ferguson, discussing a utility for 
viewing and printing documents.) 

Regarding claims 7-12: Kim does not explicitly teach the recited limitations. 
Ferguson, though, suggests these limitations. (See column 10 lines 9-1 1 in Ferguson, 
discussing the processing of multipage documents, and column 15 lines 34-40, 
discussing the linking of a plurality of documents to/from a compound document. 
Establishing links, whether in a 1:1, 1:MANY, MANY:1 or MANY: MANY fashion, was an 
obvious variant to one skilled in the art at the time of the invention.) 
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Regarding claim 13: Kim does not explicitly teach link removal. Ferguson, 
though, suggests this limitation. (See column 7 lines 53-57 in Ferguson, discussing the 
removal of only the link.) 

Regarding claims 15-18: Kim does not explicitly teach the recited limitations. 
Ferguson, though, suggests the use of an add-in. (See Figure 12 in Ferguson, showing 
the display results for a browser application add-in.) Ferguson also suggests the use of 
a data management system. (See the Abstract of Ferguson, discussing a document 
management application program, it having been an obvious variant to one skilled in the 
art at the time of the invention as to number of software modules and the location of 
specific functionality in each module.) Ferguson also suggests link-editing/ updating. 
(See column 3 lines 59-65 in Ferguson, discussing the updating of an STG data storage 
file.) Ferguson teaches the use of icons. (See column 12 lines 41-52 in Ferguson, 
discussing the use of icons to represent links.) 

Regarding independent claim 20: Kim discloses 

A computer application for linking a portion of an electronic document to a 
target document stored as electronic data representing an information object in a 
computer accessible memory, (See the Abstract and paragraphs [0012] - [0014] in 
Kim, discussing automatic link generation between a target and an HTML document 
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opened in a browser application upon scanning a document into a target file digital 
format) said computer application comprising: link-generating logic for 
generating a link to said target document in said electronic document; and (See 
paragraphs [0012] - [0014] in Kim, discussing automatic link generation.) data- 
management logic for transmitting said electronic document and said target 
document to a data storage device, wherein said data-management logic 
automatically updates a path of said link to render said link operable following 
said transmission. (See paragraphs [0012] - [0014] in Kim, discussing automatic link 
generation and storage and noting that paragraph [0014] discusses retrieval of the 
created image file, which inherently required that the file be stored before being 
retrieved.) 

However, Kim does not explicitly teach updating link paths. Ferguson, though, 
suggests this limitation. (See column 3 lines 59-65 in Ferguson, discussing updating 
the STG data storage fiie.) Ferguson further suggests link-editing/ updating. (See 
column 3 lines 59-65 in Ferguson, discussing the updating of an STG data storage file, 
in the context of column 7 lines 47-57, discussing a scenario involving updates requiring 
link elimination.) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ferguson for the benefit of Kim, because to do so 
provided a user with an efficient way to automatically import, index, categorize, store, 
search, retrieve, manipulate and archive electronic documents, as taught by Ferguson 
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in the Abstract. These references were all applicable to the same field of endeavor, i.e., 
the management of electronic documents. 



Claim 21 is substantially similar to claim 4, and therefore likewise rejected. 

Regarding claim 22: Kim does not explicitly teach printing. Ferguson, though, 
suggests this limitation. (See column 1 1 lines 29-32 in Ferguson, discussing a utility for 
viewing and printing documents.) 



Regarding claims 23-26: Kim does not explicitly teach the recited limitations. 
Ferguson, though, suggests these limitations. (See column 10 lines 9-1 1 , discussing 
the processing of multipage documents, and column 15 lines 34-40, discussing the 
linking of a plurality of documents to/from a compound document. Establishing links, 
whether in a 1:1, 1 MANY, MANY:1 or MANY: MANY fashion, was an obvious variant to 
one skilled in the art at the time of the invention.) 
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Regarding independent claim 27: Kim discloses 

A data-management system for generating a plurality of links to target 
documents in an electronic document, (See the Abstract and paragraphs [0012] - 
[0014] in Kim, discussing automatic link generation between a target and an HTML 
document opened in a browser application upon scanning a document into a target file 
digital format) said data-management system comprising: means for creating and 
editing said electronic document; means for generating a plurality of target 
documents from electronic data captured by a data-capture device; (See 
paragraph [0012] in Kim, discussing inputting a document to a scanner or fax and 
creating a file object.) means for storing said plurality of captured target 
documents in a computer readable memory; and means for generating a link at a 
plurality of user-selected locations in said electronic document to said plurality of 
captured target documents. (See paragraphs [0012] - [0014] in Kim, discussing 
automatic link generation and storage and noting that paragraph [0014] discusses 
retrieval of the created image file, which inherently required that the file be stored before 
being retrieved.) 

However, Kim does not explicitly teach editing, generation of a plurality of 
documents or use of sequential identifiers. Ferguson, though, suggests editing. (See 
column 12 lines 8-15 in Ferguson, discussing an edit menu and editing functions.) 
Ferguson also suggests the generation of a plurality of target documents. (See column 
15 lines 30-39 in Ferguson, discussing clipped documents being formed from a plurality 
of documents such as images, Word documents and HTML files, and column 15 line 63 
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- column 16 line 6, discussing links to a compound document from each component 
target document.) Ferguson further suggests the use of sequential identifiers for 
targets. (See column 5 lines 1-15 in Ferguson, discussing the sequential numbering of 
documents [e.g., Di, D 2 , etc.].) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ferguson for the benefit of Kim, because to do so 
provided a user with an efficient way to automatically import, index, categorize, store, 
search, retrieve, manipulate and archive electronic documents, as taught by Ferguson 
in the Abstract. These references were all applicable to the same field of endeavor, i.e., 
the management of electronic documents. 

Regarding claim 28: Kim does not explicitly teach printing. Ferguson, though, 
suggests this limitation. (See column 1 1 lines 29-32 in Ferguson, discussing a utility for 
viewing and printing documents. 

Regarding claim 29: Kim teaches "transmitting" documents to storage. (See 
paragraphs [0013] - [0014] in Kim, discussing storage of documents.) However, Kim 
does not explicitly teach updating link paths. Ferguson, though, suggests this limitation. 
(See column 3 lines 59-65 in Ferguson, discussing updating the STG data storage file, 
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in the context of column 7 lines 47-57, discussing a scenario involving updates requiring 
link elimination.) 

Claim 30 is substantially similar to claim 3, and therefore likewise rejected. 

Regarding claim 31: Kim does not explicitly teach updating link paths. 
Ferguson, though, suggests this limitation. (See column 3 lines 59-65 in Ferguson, 
discussing updating the STG data storage file, in the context of column 7 lines 47-57, 
discussing a scenario involving updates requiring link elimination.) 

Regarding independent claim 32: Kim discloses 
A system for linking a target document to a portion of an electronic 
document in real time (See the Abstract of Kim, discussing automatic link generation 
to a scanned document file), said system comprising: a computer application for 
generating and editing said electronic document; (See the Abstract of Kim, 
discussing the use of a scanner and generation of an electronic file.) link-generating 
logic operable with said computer application for generating a link to said target 
document, wherein said target document is an electronic reproduction of a 
hardcopy document and is to be generated by scanning said hardcopy document 
with an optical data-capture device, further wherein said link is to be generated at 
approximately the same time as said captured target document is to be saved, 
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and further wherein said computer application is one of a group consisting of a 
spreadsheet, word processor, database, presentation application, and any 
combination thereof. (See the Abstract and paragraphs [0012] - [0014] in Ferguson, 
discussing a browser application and automatic link generation to an HTML page and 
storage, in context of [0005], discussing the scanning of paper documents using an 
optical data-capture device such as a scanner. It is noted that paragraph [0014] 
discusses retrieval of the created image file, which requires that the file be stored.) 

However, Kim does not explicitly teach editing. Ferguson, though, suggests 
editing. (See column 12 lines 8-15 in Ferguson, discussing an edit menu and editing 
functions.) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ferguson for the benefit of Kim, because to do so 
provided a user with an efficient way to automatically import, index, categorize, store, 
search, retrieve, manipulate and archive electronic documents, as taught by Ferguson 
in the Abstract. These references were all applicable to the same field of endeavor, i.e., 
the management of electronic documents. 

Claim 35 is substantially similar to claim 2, and therefore likewise rejected. It is 
further noted that the exact "means" (e.g., hardware or software element) in which a 
particular functionality was implemented, was an obvious variant to one skilled in the art 
at the time of the invention. 
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Claims 36-37 are substantially similar to claims 3-4, respectively, and therefore 
likewise rejected. It is further noted that the exact "means" (e.g., hardware or software 
element) in which a particular functionality was implemented, was an obvious variant to 
one skilled in the art at the time of the invention. 

Regarding claims 38-39: Kim does not explicitly teach printing. Ferguson, 
though, suggests this limitation. (See column 1 1 lines 29-32, discussing a utility for 
viewing and printing documents.) 

Regarding claim 41 : Kim does not explicitly teach document viewing. 
Ferguson, though, suggests this limitation. (See Figure 1 element #169 and column 1 1 
lines 28-32 in Ferguson, discussing document viewing. 

Regarding claim 42: Kim teaches "transmitting" documents to storage. (See 
paragraphs [0013] - [0014] in Kim, discussing storage of documents, it having been an 
obvious variant to one skilled in the art at the time of the invention as to whether a user 
command was first required or such storage take place automatically.) However, Kim 
does not explicitly teach updating link paths. Ferguson, though, suggests this limitation. 
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(See column 3 lines 59-65 in Ferguson, discussing updating the STG data storage file, 
in the context of column 7 lines 47-57, discussing a scenario involving updates requiring 
link elimination.) 

Claim 43 is substantially similar to claim 3, and therefore likewise rejected. 

Regarding claim 44: Kim does not explicitly teach printing. Ferguson, though, 
suggests this limitation. (See column 1 1 lines 29-32 in Ferguson, discussing a utility for 
viewing and printing documents.) 

Claim 45 is substantially similar to claim 18, and therefore likewise rejected. 

Claim 46 is substantially similar to claim 17, and therefore likewise rejected. It is 
further noted that manual intervention or automatic updating, were obvious variants in 
light of each other to one skilled in the art at the time of the invention. 



Regarding independent claim 47: Kim discloses 

An electronic-document management method for creating and managing 
an electronic document having a plurality of links to target documents in a 
computer application, (See the Abstract and paragraphs [0012] - [0014] in Kim, 
discussing automatic link generation between a target and an HTML document opened 
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in a browser application upon scanning a document into a target file digital format. It 
was an obvious variant to one skilled in the art at the time of the invention to include 
more than one link.) said method comprising the steps of: generating a plurality of 
target documents from electronic data representing one or more information 
objects captured by a data-capture device; (See paragraph [0012] in Kim, discussing 
inputting a document to a scanner or fax and creating a file object.) generating one or 
more links to the target documents in said electronic document. (See the Abstract 
and paragraphs [0012] - [0014] in Kim, discussing automatic link generation between a 
target and an HTML document opened in a browser application upon scanning a 
document into a target file digital format. It was an obvious variant to one skilled in the 
art at the time of the invention to include more than one link.) 

However, Kim does not explicitly teach editing, generation of a plurality of 
documents or use of sequential identifiers. Ferguson, though, suggests editing. 
(See column 12 lines 8-15 in Ferguson, discussing an edit menu and editing functions.) 
Ferguson also suggests the generation of a plurality of target documents. (See column 
15 lines 30-39 in Ferguson, discussing clipped documents being formed from a plurality 
of documents such as images, Word documents and HTML files, and column 15 line 63 
- column 16 line 6, discussing links to a compound document from each component 
target document.) Ferguson further suggests the use of sequential identifiers for 
targets. (See column 5 lines 1-15 in Ferguson, discussing the sequential numbering of 
documents [e.g., D h D 2 , etc.].) 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ferguson for the benefit of Kim, because to do so 
provided a user with an efficient way to automatically import, index, categorize, store, 
search, retrieve, manipulate and archive electronic documents, as taught by Ferguson 
in the Abstract. These references were all applicable to the same field of endeavor, i.e., 
the management of electronic documents. 

Claims 48-49 are substantially similar to claim 42 and claim 3, respectively, and 
therefore likewise rejected. 



Regarding claim 50: Kim does not explicitly teach printing. Ferguson, though, 
suggests this limitation. (See column 1 1 lines 29-32 in Ferguson, discussing a utility for 
viewing and printing documents.) 

Regarding claim 51: Kim does not explicitly teach the use of icons. Ferguson 
teaches the use of icons. (See column 12 lines 41-52 in Ferguson, discussing the use 
of icons to represent links.) 

Regarding claim 52: Kim does not explicitly teach updating link paths. 
Ferguson, though, suggests this limitation. (See column 3 lines 59-65 in Ferguson, 
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discussing updating the STG data storage file, in the context of column 7 lines 47-57, 
discussing a scenario involving updates requiring link elimination.) 

Regarding claim 53: Kim does not explicitly teach user selected link locations, 
comparing the number of locations with the number of documents to be linked and 
generating a link for each document. Ferguson, though, suggests these limitations. 
(See column 9 lines 51-65 in Ferguson, discussing updating the importing documents, 
and column 9 lines 27-31 , discussing the linking of multiple documents.) 

Claims 54-55 are substantially similar to claims 24-25, respectively, and 
therefore likewise rejected. 
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Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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